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REMARKS 

The above Amendments and these Remarks are submitted under 35 U.S.C. § 132 and 37 
C.F.R. § 1.1 16 in response to the Office Action mailed August 24, 2006. 

Summary of the Examiner's Action and Applicant's Response 

The Examiner rejected Claims 1, 4-7, 9-14, 17, 19, 22 and 23 under 35 U.S.C. 103(a) as 
being obvious based on Zigmond, et al., U.S. Patent No. 6,698,020, in view of Hoshino, et al., 
U.S. Patent No. 6,396,506, and further in view of Dwek, U.S. Patent Application Publication 
2001/0018858. Claims 12-14 and 16 were rejected under 35 U.S.C. 103(a) as being obvious based 
on Zigmond, et al. in view of Cunningham, et al., U.S. Patent Application Publication 
2005/0080878 and further in view of Dwek. Applicant respectfully traverses the rejections. 

In this amendment, Applicant has amended Claims 1, 4, 7, 17, and 23 to further define the 
invention. New Claims 24 - 29 have been added. After entry of this amendment, Claims 1, 4-7, 
9- 1 4, 1 6, 1 7, 1 9, and 22-29 will be pending. 

Response to the Rejection of Claims 1. 4-7. 9-14. 17. 19. 22 and 23 under 35 U.S.C. § 103(a) 
The Examiner rejected Claims 1 ,4-7, 9-14, 17, 19, 22 and 23 under 35 U.S.C. 103(a) as 
being obvious based on Zigmond, et al. in view of Hoshino, et al., and further in view of Dwek. 

Regarding Claim 1, the Examiner stated that: "Zigmond discloses a method for displaying 
advertising in conjunction with a streaming video program comprising: presenting a streaming 
video program (video programming feed) in a video presentation window (58) (see Fig. 7 and 58 
Fig. 8 and column 7, lines 23-25); receiving an ad event signal (advertisements included in the 
video programming feed -see column 7, lines 13-16), pausing presentation of the streaming video 
program in response to the ad event signal (when the advertisement insertion device interrupts the 
video signal, the video signal is paused until the advertisement has been displayed in its entirety 
column 7, lines 26-32 and column 16, lines 35-45); opening a display window (when the 
advertisement signal interrupts the display of the video programming feed, the video display 
inherently opens up a new window in which to display the advertisement column 7, lines 26-32 
and column 16, lines 30-43); displaying advertising in the display window (column 7, lines 26- 
32); closing the display window (once the advertisement has been displayed in its entirety, the 
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display device closes the window displaying the advertisement and reopens the window displaying 
the program feed -see column 16, lines 35-41); and resuming presentation of the streaming video 
program (column 16, lines 35-41)." The Examiner stated that Zigmond, et al. does not explicitly 
teach adjusting the display window to a predetermined size. The Examiner stated that Hoshino, et 
al. teaches "that when a display size widen button 358 is pressed, a preset full display screen 
appears (see col. 19, lines 24-27 and 40-43 and figure 43)." The Examiner concluded that it 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify the system of Zigmond, et al. by adjusting the display window to a predetermined size as 
taught by Hoshino, et al. in order to provide an effective way to present information on the screen 
for best viewing. The Examiner stated that Zigmond, et al. does not teach disabling at least one 
control function of the display window. The Examiner stated that Dwek teaches disabling control 
function of a display window displaying advertisements such as hiding the window on the screen 
(see 01 112, 0113, 0104). The Examiner concluded that it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the system of Zigmond, et al. 
by hiding a display window displaying the advertisements on the screen as taught by Dwek in 
order to provide an effective way to present advertisement to viewers. 

Applicant respectfully submits that the Examiner has admitted that Zigmond, et al., does 
not teach the adjusting step in Claim 1 . The Examiner stated that it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to modify the system of 
Zigmond, et al. by adjusting the display window to a predetermined size as taught by Hoshino, et 
al. in order to provide an effective way to present information on the screen for best viewing. 
Applicant respectfully disagrees. 

Claim 1 claims a method for displaying advertising in conjunction with a streaming video 
program. As described in the present specification, "[t]he present invention overcomes the 
disadvantages and limitations of the prior art by providing an unobstructed window in a graphical 
user interface to display advertising." (Page 3, lines 2-4). As stated in the present specification, 
"[a] limitation of present computer interfaces such as Microsoft Windows and others is that the 
user may close or minimize a window containing advertising. Minimizing a displayed window 
results in the window being removed from the display area and a button being displayed in an area 
of the screen that may be activated to restore display of the window. Further, a user may open 
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another window on top of a window containing advertising, obscuring the advertising message in 
part or in entirety. For example, a user may elect to view a program such as a streaming movie, 
but when advertising appears, the user may switch to another application, such as e-mail or a 
game, for example, and then return to the program when the advertisement is over. Further yet, a 
user may reduce the size of a window containing an advertising message. The capability of 
closing, minimizing, obscuring, or reducing the size of advertising windows diminishes the 
value of advertising and the rates that a content provider may charge advertisers." (Page 2, 
lines 1 1-23). (Emphasis added). Applicant respectfully submits therefore that one of the objects 
of the present invention is to overcome a drawback of the prior art methods in which a user may, 
for example, reduce the size of a window containing an advertising message, thereby reducing the 
effectiveness of the advertisement. 

Claim 1, as amended, include the steps of "opening a display window in response to an ad 
event signal", "adjusting said display window to a predetermined size in response to said ad event 
signal" and "displaying advertising in said display window". Applicant respectfully submits that 
the sizing to a predetermined size is important since, as stated above, having a reduced or 
minimized size display window, for example, would diminish the value of advertising displayed 
therein and the rates that a content provider may charge advertisers. 

Prior art must be considered in its entirety, including disclosures that teach away from the 
claims. M.P.E.P. § 2141.02. References cannot be combined where a reference teaches away 
from their combination. M.P.E.P. §2145. 

Hoshino, et al. teaches a display device and display operation method. (Col. 2, lines 34- 
46). The Examiner states that Hoshino, et al. teaches "that when a display size widen button 358 
is presses (sic), a preset full display screen appears, (see col. 19, lines 24-27 and 40-43 and figure 
43)." Applicant respectfully submits that Hoshino, et al. teaches that a displayed window 
comprises several buttons including "a display size widen button 358 to show a full display screen 
(window)" and also "a display size change button 357 to enlarge and reduce the size of the 
window being displayed". (Col. 19, lines 37-42). (Emphasis added). Thus, Applicant 
respectfully submits that Hoshino, et al. teaches that a user may use the display size change 
button 357 to enlarge and reduce the size of the window being displayed. Accordingly, 
Applicant respectfully submits that, Hoshino, et al. teaches that a user is still free to enlarge and 
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reduce the size of the window being displayed, and thus, a window can be reduced in response to a 
user button press. 

Applicant respectfully submits that Figure 1 of the present application further illustrates 
the limitations of prior art methods that include display size change buttons like Hoshino, et al. 
"Figure 1 depicts a video display window and controls. Video display window 100 comprises 
minimize button 102, close button 104, resize corner 106 and video display area 108 in which a 
streaming video program may be displayed. As a streaming video program is presented, video 
window 100 may be manipulated using controls comprising the aforementioned minimize 
button 102, close button 104 and resize corner 106, or may be manipulated using options 
contained within one or more pull-down menus. View menu 110 may allow a user to select a 
reduced size for video window 100." (Page 5, lines 21-27). "The present invention overcomes 
the limitations of prior methods by employing an advertising window that is 'on top' of all other 
windows and cannot easily be closed, minimized, resized, or obscured." (Page 6, lines 3-5). 
Applicant respectfully submits therefore that Hoshino, et al. teaches the very limitations of the 
prior art stated in the present specification, e.g. described with regard to Figure 1 in the present 
application. Applicant respectfully submits therefore the Hoshino, et al. teaches away from the 
present invention, as claimed in Claim 1 . Therefore, Hoshino, et al. is not properly combinable 
with Zigmond, et al. (See M.P.E.P. § 2145). Applicant respectfully submits therefore that Claim 
1 is non-obvious based on Zigmond, et al. in view of Hoshino, et al., and further in view of Dwek. 

Further, according to the present invention, an advertising insert event may be indicated by 
an ad event signal. (See page 6, lines 9-20). Claim 1 has been amended to make this clearer by 
reciting that the ad event signal "indicates that an ad is to be displayed". Claim 1 has also been 
amended to make it more clear that the step of opening a display window is in response to said 
ad event signal; and the step of "adjusting said display window to a predetermined size" is "in 
response to said ad event signal". Applicant respectfully submits that Hoshino, et al. teaches 
away from adjusting a display window to a predetermined size in response to an ad event signal 
that indicates that an ad is to be displayed, as claimed in Claim 1. Applicant respectfully submits 
that, in contrast to the invention as claimed in Claim 1, Hoshino, et al. teaches enlarging or 
reducing display size in response to a user pressing a button, i.e., reducing the screen a display 
size button or displaying full screen in response to pressing of the display size widen button. 
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Applicant respectfully submits that none of the cited prior art including Hoshino, et al., singly or 
in combination, teaches or suggests adjusting a display window to a predetermined size in 
response to an ad event signal that indicates that an ad is to be displayed, as claimed in Claim 
1, and in fact, Hoshino, et al. teaches away from such adjusting. Therefore, Hoshino, et al. is not 
properly combinable with Zigmond, et al. (See M.P.E.P. § 2145). Applicant respectfully submits 
therefore that Claim 1 is non-obvious based on Zigmond, et al. in view of Hoshino, et al., and 
further in view of Dwek, for this additional reason. 

For all of the above reasons, Applicant respectfully submits that Claim 1 is non-obvious 
based on Zigmond, et al. in view of Hoshino, et al., and further in view of Dwek. Claims 4-6 
depend from Claim 1 and are thus respectfully submitted as being non-obvious based on Zigmond, 
et al. in view of Hoshino, et al., and further in view of Dwek, for the same reasons given above for 
Claim 1. 

Further regarding Claim 4, Applicant respectfully submits the Hoshino, et al., singly or in 
combination with the other cited prior art, does not teach or suggest adjusting said display window 
to full-screen size in response to said ad event signal, as claimed in Claim 4. 

Claim 7 is similar to Claim 1, except that a separate display window is not used. Claim 7 
has been amended similar to Claim 1 to recite, as in that the ad event signal "indicates that an ad 
is to be displayed" and that the adjusting of said video presentation window to a predetermined 
size is in response to said ad event signal. Applicant respectfully submits that none of the cited 
prior art including Hoshino, et al., singly or in combination, teaches or suggests adjusting a video 
presentation window to a predetermined size in response to an ad event signal that indicates an ad 
is to be displayed, as claimed in Claim 7, for the same reasons as given above for Claim 1 . 
Applicant respectfully submits therefore that Claim 7 is non-obvious based on Zigmond, et al. in 
view of Hoshino, et al., and further in view of Dwek. 

Claims 9-1 1 depend from Claim 7 and are respectfully submitted as being non-obvious 
based on Zigmond, et al. in view of Hoshino, et al., and further in view of Dwek, for the reasons 
given above for Claim 7. 

Claim 17 has been amended to make it more clear that the step of adjusting the size of said 
display window to a predetermined size is "in response to said ad event signal". Claim 17 has 
also been amended similar to Claim 1 to recite, as in that the ad event signal "indicates that an ad 
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is to be displayed". Applicant respectfully submits that none of the cited prior art including 
Hoshino, et al., singly or in combination, teaches or suggests adjusting the size of said display 
window to a predetermined size in response to an ad event signal that indicates an ad is to be 
displayed, as claimed in Claim 1 7, for the same reasons as given above for Claim 1 . Applicant 
respectfully submits that, as described above for Claim 1, Hoshino, et al., as a whole, teaches that 
a user is still free to reduce the size of the display window via the display size change button 357. 
Thus, Applicant respectfully submits that Hoshino, et al. teaches away from adjusting the video 
presentation window to a predetermined size, as claimed in Claim 17, for the same reasons as 
given above for Claim 1. Applicant respectfully submits therefore that Claim 17 is non-obvious 
based on Zigmond, et al. in view of Hoshino, et al., and further in view of Dwek, for the reasons 
given above for Claim 1 . 

Claims 19 and 22 depend from Claim 17 and thus are respectfully submitted as being non- 
obvious based on Zigmond, et al. in view of Hoshino, et al., and further in view of Dwek, for the 
reasons given above for Claim 17. 

Claim 23 has been amended to make it more clearer that the step of "adjusting the size of 
said display window to a predetermined size" is "in response to an ad event signal", and the step 
of "displaying a first advertisement associated with said first streaming video program in said 
display window" is "in response to said ad event signal". Claim 23 has also been amended similar 
to Claim 1 to recite, as in that the ad event signal "indicates that an ad is to be displayed". 
Applicant respectfully submits that none of the cited prior art including Hoshino, et al., singly or 
in combination, teaches or suggests adjusting the size of said display window to a predetermined 
size in response to an ad event signal that indicates that an ad is to be displayed, as claimed in 
Claim 23, for the same reasons as given above for Claim 1 . Applicant respectfully submits that 
Hoshino, et al. teaches that a user is still free to reduce the size of the display window via the 
display size change button 357, as described above for Claim 1 . Applicant respectfully submits 
therefore that Hoshino, et al. teaches away from adjusting the video presentation window to a 
predetermined size, as claimed in Claim 23, for the same reasons as given above for Claim 1. 
Therefore, Hoshino, et al. is not properly combinable with Zigmond, et al. (See M.P.E.P. § 2145). 
Applicant respectfully submits therefore that Claim 23 is non-obvious based on Zigmond, et al. in 
view of Hoshino, et al., and further in view of Dwek. 
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NEW CLAIMS 24-29 

Claims 24-29 have been added to further define the invention. Claim 24 is directed to the 

method of Claim 1 further comprising preventing resizing of the display window. Claim 24 

i 

depends from Claim 1 and is thus respectfully submitted as being non-obvious based on Zigmond, 
et al. in view of Hoshino, et al., and further in view of Dwek, for the same reasons given above for 
Claim 1. Further, Applicant respectfully submits that Hoshino, et al. teaches away from 
preventing resizing of the display window since Hoshino, et al. teaches buttons for enabling a user 
to resize the display. Applicant respectfully submits therefore that Hoshino. et al. is no properly 
combinable with the other cited references. Applicant respectfully submits therefore that Claim 24 
is non-obvious based on Zigmond, et al. in view of Hoshino, et al., and further in view of Dwek, 
for this additional reason. 

Claim 25 is directed to a method for displaying advertising in conjunction with a streaming 
video program and includes the step of: "adjusting said display window to a predetermined size in 
response to said ad insert event signal", as claimed in Claim 1 . Among other things, Applicant 
respectfully submits that Hoshino, et al. teaches away from this adjusting step, for the same 
reasons given above for Claim 1 . Applicant respectfully submits therefore that Claim 25 is non- 
obvious based on Zigmond, et al. in view of Hoshino, et al., and further in view of Dwek. 

Claims 26-29 depend from Claim 25 and are thus respectfully submitted as being non- 
obvious based on Zigmond, et al. in view of Hoshino, et al., and further in view of Dwek, for the 
same reasons as given above for Claim 25. 

Response to the Rejection of Claims 12-14 and 16 under 35 U.S.C. § 103(a) 
Claims 12-14 and 16 were rejected under 35 U.S.C. 103(a) as being obvious based on 
Zigmond, et al., in view of Cunningham, et al., and in view of Dwek. 

Regarding Claim 12, the Examiner stated that Zigmond, et al. fails to specifically teach 
checking the size of the video presentation window in response to the ad event signal, adjusting 
the size of the video presentation window to a predetermined size if the window is of another size 
and restoring the size of the video presentation window if the size was adjusted. The Examiner 
stated that Cunningham, et al. "discloses that the system permits a user to modify, within 
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predetermined limits, the size of the window. The system does not permit the user to reduce the 
size of the viewer display window beyond a minimum size in order to ensure the advertisements 
have a minimum display area for their ads. For instance, if the user attempts to adjust the size of 
the viewer display window to a size that is smaller than the minimum predetermined size, the 
window will inherently be sized to the minimum predetermined size. This ensures advertising 
sponsors of a minimum display area for their ads. (paragraph 73)." (Emphasis added). The 
Examiner concluded that it would have been obvious to one of ordinary skill in the art to modify 
the system of Zigmond, et al. by permitting a user to modify, within predetermined limits, the size 
of the window and disabling the user to reduce the size of the viewer display window beyond 
a minimum size as taught by Cunningham in order to provide an effective way to ensure 
advertising information presented in a display area to be viewed by the users." (Emphasis added). 
The Examiner stated that Zigmond, et al. does not teach disabling at least one control function of 
the video presentation window. The Examiner stated that Dwek teaches that the video 
presentation window may cover portions of other windows open on the user's display screen. The 
Examiner stated that "Dwek further teaches that the system does not provide a user control for a 
user to hide the video presentation window on the display screen (see 011 3)." Applicant 
respectfully disagrees. 

Claim 12 includes the steps of checking the size of the video presentation window in 
response to the ad event signal, adjusting the size of the video presentation window to a 
predetermined size if the window is of another size and restoring the size of the video 
presentation window if the size was adjusted. The Examiner admitted that Zigmond, et al. fails to 
specifically teach the checking, adjusting, and restoring steps. 

Applicant respectfully submits that Cunningham, et al. teaches that: "FIG. 7 illustrates 
details of the viewer window 406 (FIG. 4) and control bar. The window control bar 702 is a 
vertical bar that includes a sizing icon 704 that permits a user to modify, within predetermined 
limits, the size of the window 406. The viewer program does not permit moving the viewer 
window completely off the user's desktop display area, and does not permit reducing the size of 
the window display beyond a minimum size. This ensures advertising sponsors of a minimum 
display area for their ads." (Paragraph [0073]). 

Applicant respectfully submits that there is no teaching or suggestion in Cunningham, et al. 
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of adjusting the size of the video presentation window to a predetermined size if the window is 
of another size, as claimed in Claim 12. Cunningham, et al teaches that "[t]he viewer program . . . 
does not permit reducing the size of the window display beyond a minimum size." Applicant 
respectfully submits that Cunningham, et al. teaches preventing the window from being reduced 
beyond a minimum size, therefore, the window in Cunningham, et al. is never smaller than the 
minimum size, i.e. the user is disabled from reducing it, therefore it never gets smaller than the 
minimum size. Applicant respectfully submits that, as long as the window in Cunningham, et al. 
is larger than the minimum size, Cunningham, et al. teaches that no change is made. In other 
words, Applicant respectfully submits that Cunningham, et al. teaches that, if the user attempts to 
reduce the size beyond the minimum, he is not allowed to do so. Applicant respectfully submits 
therefore that Cunningham, et al. does not teach adjusting the size of the window to the 
predetermined size if the window is another size, as claimed in Claim 12. Applicant respectfully 
submits that the advantage of adjusting the size to a predetermined size for the present invention is 
to overcome a drawback of the prior art methods in which a user may, for example, reduce the size 
of a window containing an advertising message, thereby reducing the effectiveness of the 
advertisement. (See Page 4, lines 20-27, and page 5, line 20- page 6, line 8). In contrast, 
Cunningham, et al. never allows the window to be reduced beyond the minimum size, so there is 
no size adjustment. In other words, the window's size can be either the minimum or greater than 
the minimum, but nothing else. Applicant respectfully submits that Cunningham, et al. does not 
teach the advantage of the prior art in that Cunningham, et al. does allow reducing the size of a 
window containing advertising as long as it is greater than the minimum. Applicant respectfully 
submits that it is clear that Cunningham, et al. is not teaching that if the size of a window 
displaying advertising is greater than the minimum, then the size of the advertising window is 
reduced to the minimum. Applicant respectfully submits therefore, for all of the above reasons, 
that Cunningham, et al. does not teach or suggest the step of adjusting the size of the video 
presentation window to a predetermined size if the window is of another size, as claimed in Claim 
12. Applicant respectfully submits therefore that Claim 12 is non-obvious based on Zigmond, et 
al., in view of Cunningham, et al., and further in view of Dwek. 

Further, according to an embodiment of the present invention, the size of the video 
presentation window is restored after an advertisement is completed if the size was adjusted after 
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checking it in response to the ad event signal. Claim 12 includes the step of restoring the size of 
the video presentation window if the size was adjusted. Applicant respectfully submits that the 
Examiner has not stated any teaching in Cunningham, et al. regarding restoring the size of 
the video presentation window if the size was adjusted, as claimed in Claim 12. In contrast, 
Cunningham, et al. teaches not allowing the size to be adjusted smaller than a minimum size, not 
restoring the size, as claimed in Claim 12. Applicant respectfully submits that there is no teaching 
in Cunningham, et al. of the restoring step, as claimed in Claim 12. Applicant respectfully 
submits therefore that Claim 12 is non-obvious based on Zigmond, et al., in view of Cunningham, 
et al., and further in view of Dwek for this additional reason. 

Further, the Examiner stated that Zigmond, et al. does not explicitly teach disabling at least 
one control function of the video presentation window. Firstly, the Examiner provided statements 
regarding teachings in Dwek. However, the Examiner failed to provide any statement regarding 
whether it would be obvious to modify Zigmond, et al. with any teaching in Dwek. Secondly, the 
Examiner failed to provide any specific factual finding with respect to the motivation or 
suggestion to combine Zigmond, et al. or Dwek. (See M.P.E.P. 2143.01 citing cases regarding the 
importance of relying on objective evidence and making specific factual findings with respect to 
the motivation to combine references). Applicant respectfully submits therefore that there has not 
been the required showing to establish that Claim 12 is obvious based on Zigmond, et al., in view 
of Cunningham, et al. and in view of Dwek. Applicant respectfully submits therefore that Claim 
12 is non-obvious based on Zigmond, et al., in view of Cunningham, et al., and further in view of 
Dwek for this additional reason. 

Claims 13, 14, and 16 depend from Claim 12 and are thus respectfully submitted as being 
non-obvious based on Zigmond, et al., in view of Cunningham, et al., and further in view of 
Dwek, for the same reasons as given above for Claim 12. 

Conclusion 

For the above reasons, Applicant respectfully submits that all pending claims, Claims 1, 4- 
7, 9-14, 16, 17, 19, and 22-29 in the present application are allowable. Such allowance is 
respectfully solicited. 
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If a telephone conference would expedite prosecution of this application, the Examiner is 
invited to telephone the undersigned at (415) 984-8200. 



November 15. 2006 
Date 

NIXON PEABODY LLP 
Suite 900, 401 9 th Street, N.W 
Washington, D.C. 20004-2128 
(415) 984-8200 



Respectfully submitted, 




james W. Drapinski 
Registration No. 46,242 
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